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- The MAILING DATE of this communication appears on the cover sheet with the c rrespondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE.MAILING-DATE-OE-THIS-COMMUNICATIONv 



Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S C § 133) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)KI This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) KI Claim(s) 1-20 and 25-28 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 



SM Claim(s) P20 is/are allowed. 

6) KI Claim(s) 25^7 is/are rejected. 

7) ^ Claim(s) 28 is/are objected to. 

8) D Claim(s) . are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2D Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 



1) 
2) 

3)L 



Notice of References Cited (PTO-892) 

Notice of Draftsperson's Patent Drawing Review (PTO-948) 

Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



4) 

5) L 

6) D 



Interview Summary (PTO-413) Paper No(s). 

Notice of Informal Patent Application (PTO-152) 
Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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Application/Control Number: 1 0/09 1 ,078 Page 2 

Art Unit: 3644 

DETAILED ACTION 

ClaimJtejections^35MSC-§J12 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

2. Claim 27 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

3. Claim 27 recites the limitation "said carbon fiber" in line 6 of the claim. There is 
insufficient antecedent basis for this limitation in the claim. The claim is dependent upon claim 
1, which does not recite carbon fiber. 

Claim Rejections - 35 USC §103 

4. • The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

5. Claims 25 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over Frick. 

6. Regarding claim 25, Frick discloses the claimed invention including an outrigger for a 
boat 18 comprising a mast 12 and a base part 10 having a first end connected to the boat 18 and a 
second end supporting the mast 12, except for the mast 12 being made of carbon fiber. It would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
make the mast from carbon fiber, since it has been held to be within the general skill of a worker 
in the art to select a known material, which carbon fiber is, on the basis of its suitability for the 
intended use as a matter of obvious design choice. In reLeshin, 125 USPQ 416. Carbon fiber 
fishing poles are well known and would clearly lead one of ordinary skill in the fishing art to use 
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carbon fiber in a fishing mast. Given the limitations of the claim, a carbon fiber fishing pole 
sec ured in any holding mean s wou ld read structurall y on the claim as recited. 

7. Regarding claim 26, Frick, as applied to claim 25 above, discloses the claimed invention. 
Frick discloses a female connector 46 wherein a T-bar end 48 is fitted to provide a pivot, col. 5, 
lines 16-18. While Frick does not explicitly state the existence of a pin within the T-bar end, 
Frick does show a nut, presumably fastened to an end of a bolt or screw, which would constitute 
a pin. Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to include a pin releasably holding the mast to the base part. 

Allowable Subject Matter 

8. Claims 1 - 20 are allowed. 

9. Claim 28 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

Response to Arguments 

10. Applicant's arguments, see the Amendment, filed 3 June 2003, with respect to claims 1 - 
20 have been fully considered and are persuasive. The rejection of claims 1 - 20 has been 
withdrawn. 

11. Applicant's arguments filed 3 June 2003, with respect to claims 25 and 26 have been fully 
considered but they are not persuasive. Frick references his mast 12 as an outrigger pole 
throughout the disclosure and, despite evidence to the contrary, the examiner believes that this 
alone would justify one of ordinary skill in the art at the time the invention was made to use 
carbon fiber for the mast. 
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12. Further, the test for obviousness is not whether the features of a secondary reference may 

be bodily incorporated into the structur e of the primary reference; nor is it that the claimed 

invention must be expressly suggested in any one or all of the references. Rather, the test is what 
the combined teachings of the references would have suggested to those of ordinary skill in the 
art. In re Keller, 642 F. 2d 413, 425, 208 USPQ 871, 881 (CCPA 1981). In this regard, a 
conclusion of obviousness may be based on common knowledge and common sense of the 
person of ordinary skill in the art without any specific hint or suggestion in a particular reference. 
In re Bozek, 416 F .2d 1385, 1390, 163 USPQ 545, 549 (CCPA 1969). 

Conclusion 

13. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication should be directed to Bret Hayes at 
telephone number (703) 306-0553. The examiner can normally be reached Monday through 
Friday from 6:00 am to 6:30 pm, Eastern Standard Time. 
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If attempts to contact the examiner by telephone are unsuccessful, the examinees. 



supervisor, Charles Jordan, can be reached at (703) 306-4159. The fax number for this group is 
(703) 305-7687. 

CHARLES T. JOijtyAN 

bh SUPERVISORY FAlFNT DGV'MER 

TECHNOLOGY CENTER 3600 

7/28/03 



